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APPEAL BPTFP UNDER " r F B 6 1192 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

SIR: 

This is an Appeal from the Final Rejection dated January 6, 2003, and the 
Advisory Action dated March 27, 2003, in which claims 1-4, 6, 7, 9, and 13-16 were rejected. 

L dcai PARTY I N INTEREST 

The real Party In Interest in this matter is Sarnoff Corporation, 201 Washington 
Road, Princeton, NJ 08540-5300 by virtue of an assignment recorded on November 21, 2000, at 
Reel/Frame 011323/0627. 

IL dpi ATED APP *Al * AND INTFRFERENCES 

There are no related Appeals or Interferences re.ated to the subject matter of this 
Appeal known to the applicant. 
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III. ctatiir OF CLAIMS 

Claims 1-30 are pending. Claims 1-4, 6, 7, 9, and 13-16 were rejected. Claims 
5 8 10-12 and 17-30 were objected to. More specifica.ly, claims 5, 8, 10-12 were objected to 
as being dependent upon a rejected base claim, but would be al.owab.e if rewritten in 
independent form including all of the .imitations of the base claim and any intervening c.a.ms. 
Claims 17-30 would be al.owab.e if submitted in a separate, timely filed amendment cance.mg 
the non-allowable claims. 

Applicant is appealing, and respectfully requests the reversal of, the rejection of 
claims 1-4, 6, 7, 9, and 13-16. 

IV . yryil<i OF A .MF MOMENTS 

An amendment after final rejection was filed on March 11, 2003. In an Advisory 
Action dated March 27, 2003, the Examiner stated that for purposes of appeal, *. i amendments 
proposed ,n the amendment after fina. rejection will be entered, that claims 5, 8, ^ 
17-30 win remain objected to, that Calms 1-4, 6, 7, 9, and 13-16 wlll remain rejected, and that 
daims 17-30 would be allowable if submitted in a separate, time.y filed amendment cance n, 
the non-allowable claims. The Advisory Action also stated that Independent method claim 1 
-dof.es] not define over the art of record.' The Advisory Action did not provide a reason for 
continuing the rejection of independent apparatus claim 2. 

V. S UMMARY Q C INVENTION 

The present invention is embodied in electro-optic devices for use in large-area 
display devices which are formed as an array of tiled display devices, (page 1, lines 2-4) The 
materia, is applied to the surface vislbie to the viewer, (page 11, line 26) The display 
section includes a transparent front plate which may be, for example, a glass plate. 
Transparent column electrodes are formed on the front plate by forming thin bands of a 
transparent conductor, such as indium-tin oxide (ITO), using well known processes D.splay 
materials are deposited on top of the column electrodes to define the active area of the pixels, 
(page 13, lines 23-31). 
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Pixel forming elements of a display may be made from an organic light emitting 
di0 de (OLED) material, a thin organic po.ymer .ayer sandwiched between a pair of approp^te.y 
select d and patterned electrodes. OLED materia.s provide high brightness and ,gh eff.cency. 
C U rrtnt flowing from one e.ectrode to the other electrode causes the organic po.ymer to em.t 
light, (page 8, lines 17-24). 

OLED materials are often deposited while they are in a liquid state via a number 
of *nown techniques. Obtaining precise patterns ,or OLED materials formed using such standard 
„ q uid deposition techniques is usually difficult, (page 22, line 28-page 23, Ime 3) The 
invention pertains to structures which may be used to help with self-alignment of hqu.d 
deposition of materials, (page 23, lines 19-20). 

Figure 9A illustrates an exemplary electrode structure which may be used to help 
with self-allgnment of liquid deposition of materials. The electrode structure contains two 
I ers, a fir!t layer 2101 and a second layer 2102. (page 23, lines 20-21). When the second 

I ctrode layer f a two-layer electrode ,s patterned to substantially surround the 

rl the second e,ectrode iayer may function as a levee to contain the OLED material ur„, 
depo Ition. (page 23, lines 3-6). In Figure 9A, the second layer is deposited on top of he fir t 

ayer lin exposed those regions of the nrs, electrode layer where it Is desirable to deposit 
materials (page 23, iines 23-25). Bgure 9B shows the second layer 2102 on top of the 
first electrode layer 2101. (page 23, lines 31-33). The second layer confines the display 

material, (page 23, line 34-page 24, line 2). 

The first electrode layer (the transparent electrode layer 2101) may be formed 
from tin oxide, indium-tin oxide, a thln metal, or a conductive polymer such as polyaniline. 
(page 25, lines !-5). The second layer may be formed from a number of sub-iayers. These 
ub layers may be conductors or insulators. The outer sub-layer, or the entire second layer 
2102 may desirably be a low surface energy material, such as polyamide or Teflon, to assist ,n 
confinement of the liquid materials being deposited, (page 23, lines 26-30). ™ 
electrode layer may also contain exposed sub-layers formed of low surface energy materials to 
assist in deposition of liquid materials upon the electrode, (page 25, lines 22-24) 

The embodiment shown in Figure 10D features islands of the first transparent 
electrode materia, 2101, which are surrounded by, and connected to the second electrode layer 
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„02 This embodiment not only allows for improved conductivity of a transparent electrode 
r a lso"nn assisting In the ,,uid deposition of materia,, such as color rnters or dlspiay 
material formed on the transparent electrode material 2101. (page 26, lines 22-27). 

Figure UD shows a cut-through view of Figure 10D as seen from line FUD. As 
<h 0 wn in Fiqure 11D the second electrode layer 2102 is on top of the first transparent electrode 
at 2 0*2 , lines 25-27). The isiand conflguration of the firs, electrode layer 2101 . 
formeo out of ito. The second layer 2102 is then deposited in the pattern shown ,n Figure 10D 
wi t e ncovered portions of the .TO isiands defining the desired active pixel areas. The 
I Idlayer Includes three sublayers, one on top of the ne*: the firs, of titanium-tungsten; 
t „e second o, aluminum; and the third of Teflon, (page 28, line 25-page 29, line 2). 

VI. ISSUES 

Whether claims 1, 2, 6, 9 and 13-16 are patentable under 35 U.S.C. 5103(a) over 
U.S. Patent No. 3,863,332 to Leupp et al. (hereinafter "Leupp") 

Whether claims 3, 4, and 7 are patentable under 35 U.S.C. §1 03(a) over Leupp. 

VII. GROUPING CLAIMS 

Claims 1, 2, 6, 9 and 13-16 are presented as standing together. 

□aims 3, 4, and 7 are presented as standing together. These ciaims are 
patentabie separate.y from Cairn 2 from which they depend for the reasons set forth in Sect.on 
VIII(B). 

VIII. ARGUMENT 

A. Claims 1, 2, 6, 9 and 13-16 are not subject to rejection under35 
ii g r. § 103f » ) unpatP "*?* 1 * " ver Leupp 

1, The recitg """* nf claim 2 
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The broadest claim in this Group, claim 2, is an apparatus claim that describes a 
two layer electrode structure to promote the deposition of a fluid in a precise 
The structure recited in claim 2 is shown in Figures 10D and 11D. Claim 2 describes the 
structure as follows: 

a first electrode layer [2101] formed on a surface; 

at least one island of the fluid in the precise island pattern formed on the 
first electrode layer [2101] and in electrical contact with the f.rst electrode 
layer [2101]; 

a second layer [2102] formed in contact with the first electrode layer 
[2101] and substantially surrounding the at least one island of the prec.se 
island pattern. 

Claim 1 is a method claim corresponding to claim 2. It recites: 

A method of depositing at least one island of a liquid electronic material in 
a precise pattern on at least one electrode on a surface comprising the 

steps of; 

forming a first layer of the at least one electrode on the surface to provide 
at least one electrical contact to the at least one island; 

forming a second layer of the at least one electrode on a portion of the 
first layer of the at least one electrode substantially surrounding the 
precise pattern of the at least one island; and 

depositing the liquid material on the at least one electrode so that the 
second layer of the at least one electrode constrains the liquid electronic 
material in the precise pattern. 



2. A summar y of LeuPP 
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Leupp relates to liquid crystal displays and to a method for fabricating the 
oackplate for such displays. The baccate has spacers to maintain the thickness of the iiquid 
crystal display uniform throughout, (col. 1, lines 5-9). 

It uses a spacer lattice in the llquid crystal display illustrated in Figures 3 and 4. 
Those figures show back and front plates 13 and 15. An array of electees 19 Is disposed on 
1 surface of the backplate 13 and a common electrode is disposed on the Insi e surface of the 
front plate 15. (col. 2, lines 22-2,; co>. 4, lines 30-31) A nematic liquid c^sta I ™ ena is 
placed between the front and back panels, (col. 1, lines 66-68; col. 2, l,nes 21-22, 44-48 co,. 

lines 9-12) The spacer lattice 2. has walls that crisscross the surface of the back pane, 13 
beleen individual electrodes 19. As seen in Figures 3 and 4, the individual walls of 
lattice 21 include a base 23 which rises above the surfaces of the electro es 19 an top 
portion 25 whose heights are uniform relative to the surface of the backplate 13. (col. 2, hnes 
44-57). 

Top portion 25 is an insulating layer deposited over the surface of substrate 13. 
(co, 4, lines 9-12). An aluminum layer 27 is evaporated on the layer 25. Consequently, the 
total thickness of layers 25 and 27 determines the total thickness of the liquid crystal d.splay 
device, (col. 4, lines 23-28). 

3 Th«» bases fnr *he fina l rejection 

The bases for the final rejection of claims 1, 2, 6, 9 and 13-16 are not definitively 
stated within the Final Off.ce Action itself. Instead, paragraph 3 of the Final Office Action states 

aUhe Calms have been finally rejected "as stated In the previous office action, ,n order to 
understand the basis for the final rejection, it is important, therefore, to trace what the final 
rejection meant by referring to the "previous" Office Action. 

AS will be seen, the "previous" Office Action referred to in the final rejection is 
really the rejection mailed on May 8, 2002, not the rejection dated October 24, 2002. In the 
May 8, 2002 Office Action, claims 1-30 were rejected under 35 u AC. § 103(a) as unpatentable 
over Leupp. The next Office Action, dated October 24, 2002, was a premature final rejects, 
as explained below. In the October 24, 2002 rejection, Calms 1, 2, 6, 9 and 13-16 were aga.n 
rejected under 35 U.S.C. 1103(a) as unpatentable over Leupp "as stated m the prev.ous office 
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art ion » in addition to some additional explanation. Claims 5, 8, 10-12 were objected to as 
r 9 d e^t upon a rejected base Cairn. Claims 17-30 were rejected, for tbe first «me 
nder 35 U.S.C. § 112, second paragraph, as being incomplete. Paragraph 6 of the Ootober 24, 
2 02 oL Action stated that claims 17-30 would be allowable If rewritten or amended to 
« the §112 rejections. The October 24, 2002 nnal rejection - ^ ^ ' «" 
, U2 rejection was a new ground of rejection that was neither necessitated by appl, ants 
T»Zt to the claims nor based on information submitted in an information disclosure 
statement. MPEP 706.07(a). 

in response to applicants demonstration that the October 24, 2002 Final Office 
Action was premature, a new nna, rejection was mailed on January 6, 2003 This new fina 
ruction was essentially word-for-word Identical to the previous final rejection; except that he 
X r garding claims 17-30 was changed from a §112 rejection to an object,„n The wort- 
mature of the October 24, 2002 rejection is demonstrated by Its paragraph 5^ Even 
houoh the October 24, 2002 Final Office Action changed the action regarding cla.ms 17 30 
om ^jelt To an bjection, paragraph S of this Final Office Action continued to state tha 
1 !™ H-30 would be allowable if rewritten or amended to overcome the rejection s> under 
3 U . §11 , -ond paragraph, set forth in this Office Action.- This apparent §11 2 rejection 
o ca ms 17-30 conflicted with the earlier statement in the second Final Off.ce Action ha 
am 17-30 were objected to. Applicant has assumed that an objection was her 
I §112 rejection. In addition, the Janua^ 6, 2003 Office Action again rejected claims 1, 2, 
7 an l llTl 35 U.S.C. § 103(a) as unpatentable over Leupp "as stated In the « 
ofl actln," in addition to the same additional expianation that had been provided ,n the 
Final Office Action. 

Because of the nearly identical wording of the May 8 and October 24, 2002 
rejections, the above chronology shows that -the previous office action' upon which c a,ms 1,2, 
6 9 and 13-16 have now been flnally rejected is the Office Act.on mailed M y 8, 2002. 
Therefore, applicant's brief will refer to the May 8, 2002 Office Action as well as to the 
Omental reasons for final rejection contained in the second Final Office Action mailed 
January 6, 2003. 

Regarding claim 2, the May 8, 2002 Office Action contended that Leupp discloses 
a first electrode layer 19 formed on a surface 13; a second conductor layer (spacer 25/33) ,n 
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contact with the firs, transparent eiectrode iayer and a „o.u,d ^staMaye n a precise a ter 
as shown In Figure 3 of Leupp. Relying on In re Van Geuns, 26 USPQ 2d 1057 (Fed. Or 1993), 

he Final Office Action stated that claims are Interpreted in light of the station but that 
limitations from the specification cannot be read into the claims. Accord,ng,y, ,n *s 

upplemental reasons for rejection provided In the second Fina, Office Action, the USPTO 
ZL nl that line 6 of Calm 2 cannot he read to mean . second layer of the at leas o. 

electrode" because the quoted phrase is not actually recited ,n cla.m 2. The Fina, Office Action 

actlgly repeated its position that line 6 of claim 2 Is met by second iayer 25 of Leupp 

formed in contact with the first electrode layer 19 of Leupp. 

Applicant agrees that the phrase recited by the Final Office Action is not recited In 
rlaim 2 instead line 6 of claim 2 recites: -a second layer formed in contact with the first 
elelrodeC » T* to be noted that the phrase attributed by the Final Office Action to claim 
2, is actually recited in claim 1. 

Similarly, the Fina, Office Action contended that line 5 of Calm 1 cannot be read 
to mean -a second layer of the at ,east one electrode formed in contact with the first elec rode 
y^ Accordingiy, the Fina, Office Action contended that Leupp discloses an a uminum ayer 
(spacer 33) formed on a portion of first electrode layer 19 as shown ,n Figure 10. Applicant 
^.ha! the phrase recited by the Final Office Action is not recited in claim - ~ 
1 recl.es: -forming a second layer of the at least one electrode on a port.on of th first layer 
the^at least one electrode substantia,* surrounding the precise pattern of the at least one 
island." 

4. A comparison of claim 2 and claim 1 with Leupp demonstrates tha t 
»h« final rej "^'"" must he reversed 

Claim 2 recites, in part, "a first electrode layer formed on a surface." The Office 
Action asserts that "a first electrode layer" is met by element 19 in Leupp. Applicants disagree 
^ Assertion. The phrase -a first eiectrode layer formed on a surface" must be put into 
the context of the recitations in the preamble. The preamble of claim 2 rectes that the 

eln is "[a] two layer eiectrode structure." This phrase in the preambie Is a limitation 
: ch must be considered when construing Calm 2 because it describes "what the — 
actually invented and intended to encompass by the Calm." In re Cruoferous Sprout U^on, 
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64 USPQ 2d 1202, 1204 (Fed. Cir. 2002). The phrase is a limitation because "it recites 
essentia, structure." Id. When read ,n the context of the preamble, "a nrst electrode layer ,s 
one of the layers of "[a] two layer electrode structure" recited in the preamble. 

When read In the context of the preamble, "a fret electrode layer formed on a 
surface" In claim 2 can only be met by a prior art reference in which the -first electrode layer 
formed on a surface" is part of "W two layer electrode structure." In other words, a pnor art 
electrode structure not having a. least two layers does no. disclose or suggest -[a] two layer 
electrode structure." 

As noted above, the Final Office Action contends that element 19 in Leupp is "a 
first electrode layer formed on a surface." The Final Office Action is wrong because e.ement 19 
in Leupp is not "a first electrode layer formed on a surface." That is, e.ement 19 is not one 
,ayer, of at least two layers, of - [a] two .ayer electrode structure" recited in the preamble of 
claim 2. instead, element 19 is an entire electrode that is not divided into layers. Therefore, 
electrode 19 in Leupp does not meet the recitation of "a first electrode layer formed on a 
surface" in claim 2. 

Claim 2 then recites "at least one island of the fluid. . .formed on the first 
electrode layer." Since Leupp does not have a "first electrode layer," Leupp also does not meet 
this recitation. Moreover, the liquid crystal material 11 of Leupp does not form discrete 
"islands." instead, it forms a sea in which the electrodes 19 are submerged. 

Finally, claim 2 recites "a second layer formed in contact with the first electrode 
,ayer and substantially surrounding the at least one island. . . The Final Office Action 
contends that this recitation is met by layer 25. The Final Office Action is wrong. Th.s 
recitation in c.aim 2 must be considered in two parts. The first part is: "a second layer formed 
contact with the first electrode layer." The second part is: "and substantially surroundmg the 



in 

at least one island. 



Referring to the first part, claim 2 recites "a second layer formed in contact w,th 
the first electrode layer." Taken within the context of the preamble and within the context of 
the previous recitation in claim 2 of "a f,rst electrode layer," this recitation must be understood 
to mean a second layer of the two layer electrode structure recited in the preamble. Th,s 

Page 9 of 16 



SAR 13632 

Appln: No. 09/718,225 
Appeal Brief Dated June 3, 2003 

interpretation is supported by the specification, (pace 22, line 19; page 23, iine 5; page 26, „ne 
24) 

R e, y ,„ g on In re Van Gtuns, 26 USPQ 2d 1057 (Fed. Cir. 1993), the Final Office 

Fmal Office Action and is no, attempting to read features from the specimen ,nto m 2. 
Instead, applicant, interpretation of Cairn 2 is based on the wording of Cain, 2 itseif, wh.ch 
interpretation is supported by the specification. 

m Va n Geuns, the app.icant contended that claim 42 had to be interpreted in 

that were done, he contended, the cited reference would not make claim 
d saareed because, it concluded, the actual wording of dalm 42 did not expressly l,m,t t to NMR 
or rr P paratus. Furthermore, the Court stated, "limitations are not to be read into the cla.ms 
or MRI appara statement in 1/an Geuns is 

IT T he"a ~ ~ry to a disposition of the case because the Court 
MRI. W. 

A more helpful explanation of whether an applicant is attempting improperly to 
incorporate the specification into the claim is found in Coma* Communications Inc. v. Hams 

48 USPQ 2d 1001, 1005 (Fed. Ci, 1998). .n that case, the Court "recognized that there 
Smiles le line between reading a Cairn in ilght of the ^ ^ I 

iimitation into the claim from the specification.- 16. » also recogn,zed that 
interpreted in light of the specification and with a view of ascertaining the invention and that 
" e Te^cation may aid the court In interpreting the meaning of disputed Calm iangua e UL 
Harris violated these principles by asking the Court to add a functlona, iimitation to the 

ptn he spec cation. Specificaily, he had asked the Court to „ml, the phrase "video 
deLy cirTuit- to the functional purpose disclosed in the preferred embodiment. The Court 
refused to do so. 
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Applicant here does not ask that anything from the specification be incorporated 
into daim 2. As shown, the disputed recitation fa second layer formed in contact with the first 
electrode layer") must be interpreted to be a second layer of M two layer e.ectrode structure 
which also has "a first e.ectrode layer formed on a surface." Applicant's interpretation of the 
disputed phrase is supported by the specification. In view of the very wording of claim 2 itself 
and the supporting specification, no other interpretation is possible. 

Taking the disputed phrase out of context from the remainder of the claim and 
out of context of the specification, the Final Office Action contends that element 25 meets the 
disputed recitation. The Final Office Action is wrong. Element 25 is an insulating layer, (col. 4, 
lines 10-11). Leupp does not refer to layer 25 as an e.ectrode, or as part of an e.ectrode that .s 
in contact with electrode 19. Instead, insulating layer 25 is part of a spacer between front and 
back electrodes 15, 19. (col. 4, lines 24-28). In fact, if spacer 25 were part of e.ectrode 19 or 
if it were in electrical contact with electrode 19, it would short circuit front and back electrodes 
15 19 and render the display device use.ess. According.y, spacer 25 cannot meet the recitat.on 
in claim 2 of "a second layer formed in contact with the first electrode layer." 

The second part of the disputed recitation in claim 2 is "a second layer. . . 
substantially surrounding the at least one island." The Final Office Action has ignored this part 
of the disputed recitation. It has not shown where this feature is disclosed or suggested ,n 
Leupp Spacer 25 does not meet this part of claim 2 as shown in Figures 3 and 4 of Leupp. 
Figure 3 shows that there is "a lattice whose walls crisscross the surface of the back pane. 13 
between the individual electrodes." (col. 2, lines 50-51). That is, the lattice consists of 
individual wal.s that crisscross back panel 13. Figure 4 shows more detail of each ind.v.dual 
wall that forms the lattice. «[T]he individual walls of the spacer lattice 21 include a base 23 
which rises above the surfaces of the electrodes 19 and a top portion 25." (col. 2, lines 52-54). 
Thus, each individual wall includes a spacer 25. No one spacer 25 is capable of "surrounding 
the at least one island." A plurality of spacers is required to surround the fluid of the liqu.d 
crystal display. Therefore, spacer 25 does not disclose or suggest -a second layer. . 
.substantially surrounding the at least one island." 

The Final Office Action has rejected claim 2 under 35 U.S.C. §103(a) as being 
unpatentable over Leupp. Section 103(a) precludes the grant of a patent 
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if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary 
skill in the art to which the subject matter pertains. 

One of the criteria required to establish a prima facie case of obviousness is some suggestion or 
motivation in the reference to modify the reference. MPEP § 706.020). 

Claim 2 recites, in part: "at least one island of the fluid in the precise island pattern 
formed on the first electrode layer. . . .'' Claim 2 does not recite how the liquid crystal layer is 
formed, whether by depositing or otherwise. Nevertheless, in discussing the bas.s for the 
rejection of claim 2, the May 8, 2002 Office Action states: 

Although Leupp et al. do not explicitly disclose how the liquid crystaMayer 
can be formed in the LCD device, one of ordinary sk.li m the art would 
have real zed the desire to form a liquid crystal layer in an LCD device 
such r s iS ing, depositing, etc. Therefore, it would have been obv.ous 
t one o ordS skill in the art at the time of the invention to form a 
iquid crystal laye'r in an LCD by depositing the "quW cr££ material m a 
precise pattern because it is a common practice in the art to finish an LCD 
fabricating. 

Because claim 2 does not recite how the liquid crystal layer is formed, the above-quoted 
basis for rejection does not app.y to claim 2. Neither the May 8, 2002 Office Action nor the 
Final Office Action describes any allegedly obvious way that Leupp should be modified so that it 
would result in the invention that is described by claim 2. Therefore, the rejection of cla.m 2 
under 35 U.S.C. §103(a) is without foundation. Even if the rejection had been made under a 
provision of § 102, the rejection could not stand, for the reasons shown above. Thus, because 
claim 2 describes the second layer of the two layer electrode structure as being formed in 
contact with the first electrode layer and because, as described above, Leupp does not disclose 
or suggest a two-layer electrode structure but, instead, discloses a single electrode and a 
spacer, claim 2 is not subject to rejection under 35 U.S.C. § 103(a) in view of Leupp. 

For all of the above reasons, the final rejection of claim 2 under 35 U.S.C. § 
103(a) in view of Leupp must be reversed. 
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Claim 1 recites, in part, "forming a second layer of the at least one electrode on a 
portion of the first layer of the at least one electrode." Contrary to the assertion of the Final 
Office Action, applicant does not contend that it recites "a second layer of the at least one 
electrode formed in contact with the first electrode layer." Therefore, In re Van Geuns .s 
inapplicable to the rejection of claim 1. 

The Final Office Action contended that the actual recitation in claim 1 is disclosed 
by Leupp's spacer 33 formed on a portion of electrode layer 19 as shown in Figure 10 of Leupp. 
Element 19 in Leupp is not a "first layer of the at least one electrode." As shown above, 
element 19 is an entire electrode that is not divided into layers. Spacer 33 in Figure 10 ,s 
formed from aluminum element 27 in Figures 7 and 9. (col. 4, lines 45-62). The only purpose 
of layer 27 (along with insulating layer 25) is to "determine the total thickness of the liquid 
crystal device" in which it is incorporated, (col. 4, lines 25-28). Since spacer 33 .s not "a 
second layer of the at least one electrode," it does not meet the recitation of claim 1: "a second 
,ayer of the at least one electrode on a portion of the first layer of the at least one electrode." 
Although spacer 33 may be characterized broadly as "a layer," it is not a layer of electrode 19. 
The spacer could not be a part of the electrode in Leupp because, if it were, it would form a 
short circuit between two electrodes and defeat the purpose of the Leupp device. In add.t.on, 
Leupp does not disclose or suggest "forming the second layer of the at least one electrode on a 
portion of the first layer." Instead, Leupp discloses that the spacer 33 is formed on top of a 
doped oxide layer 25 which is formed on top of the electrode 19. (See, col. 4, lines 8-15). 
Accordingly, the final rejection of claim 1 under 35 U.S.C. § 103(a) in view of Leupp must be 
reversed. 

B. Claims 3, 4, and 7 are not subject to rejection under 35 U.S.C. §_103IaLas 
unpatenta ble wer Leupp _ — 



Claim 3 recites: 



The two layer electrode structure of claim 2, wherein the second layer is a low 
surface energy material. 

As claim 3 depends from claim 2, based on the arguments presented in Section 
VIII(A) above, claim 3 is not subject to rejection, as claim 2 is not subject to rejection. 
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Claim 3 includes ail the features and benefits of claim 2 and recites an additional 
feature which is neither disclosed nor suggested In the prior art, namely, that the second layer 
is a low surface energy materia,. Calm 3 Is separately patentable from Calm 2 because this 

Ire is neither disclosed nor suggested by Leupp. Cairn 4 depends from claim 3 and recites 
addition, feature about the low surface energy materia,. Calm 7 depends from 
in turn, depends from claim 2. Claim 7 also recites additional features about the low surface 
energy material. 

The bases for the final rejection of claims 3, 4, and 7 are not definitively stated 
within the Fina. Office Action itself. Instead, the Final Office Action states that the claims have 
b een rejected «as stated in the previous office action." For the same reasons t at were out ned 
above regarding claims 1, 2, 6, 9, and 13-16, the "previous" Office Action for claims 3, 4 and 7 
was the one mailed on May 8, 2002. Page 3 of that Office Action states, in part: 

Regarding claims 3, 4, 7, . . .Leupp et al. do not disclose the second layer having 
a low surface energy material (e.g., polyamide). It is notoriously well known m 
the art to use a polyamide based material for the spacer in an LCD dev.ce. It 
follows that the surface of the spacer layer would have a low surface energy as 
claimed. Therefore, it would have been obvious to one having ordinary skill in 
the art at the time of the invention was made to use a polyamide based material 
for the second layer, since it has been held to be within the general skill of a 
worker in the art to select a known material on the basis of its suitability for the 
intended use. 

The Office Action admits Leupp does not disclose a second layer of an electrode 
being a !ow surface energy material. The Office Action has no. supplied any evidence to 
support its assertion that - pit is notoriously well known In the art to use a polyam.de based 
material for the spacer layer In an LCD device, Aithough not expressly stated, t e Option 
has relied on facts which it contends are common knowledge or which are subject to Official 
Notice The rejection Is therefore In violation of court precedent and USPTO policy stated ,n he 
memorandum of February 21, 2002 from Stephen G. Kunin, Deputy Commissioner for Patent 
Examination Policy to the Patent Examining Corps Technology Center Directors. The 
memorandum is entitled: -Procedures for relying on facts which are not of record as common 
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knowledge or for taking Official Notice." A copy of the memorandum Is attached hereto as 

Appendix B. 

in in re Zurko, 59 USPQ 2d 1693, !697 (Fed. Or. 200!), the Court reversed the 
Board's decision that relied on "basic knowledge" or -common sense" to support an obviousness 

where there was no evidentiary support in the record for such a finding. Spec,f,c* 
*e Court held that -the Board cannot simply reach conciusion based on its own understanding 
or experience - or on its assessment of what would be basic knowledge or common ~m. 
RathT he Board must explicate its factual conciusions, enabling [the court, to venfy read 
"hlTher those conclusions are indeed supported by 'substantia, evidence' contained w,th,n the 
record." 

Mr. Kunin's memorandum states, in part as follows: 

While -official notice" may be relied on, as noted in MPEP §2144.03, these 
circumstances shou.d be rare when an application is under final reject.on. . 
Official notice unsupported by documentary evidence should only be taken by 
the examiner where the facts asserted to be well-known, or to be common 
knowledge in the art are capable of instanLi^^ as 
being well-known. . . 

It would not be appropriate for the examiner to take official notice of facts 
without citing a prior art reference where the facts asserted to be we., known are 
nQL c^meMjB^nL^ Mnnuonionahle demonstrationjisjiei^^ 
For example, assertions of technical facts in the areas of esoteric technology or 
specific knowledge of the prior art must always be supported by citation to some 
reference work recognized as standard in the pertinent art. 

It is never appropriate to rely solely on "common knowledge" in the art without 
evidentiary support in the record, as the principal evidence upon wh.ch a 
rejection was based. . . (emphasis in original) 

Applicant's response to the May 8, 2002 Office Action traversed the Official 
Notice, common-knowledge, assertion upon which this rejection was based. The subsequent 
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section nor contended that appUcant, ^" ^ ^Z , ayer of . ^ layer 

is not aware of any such evidence. 

Per all of the above reasons, the final rejection of claims 3, 4, and 7 under 35 
U.S.C. § 103(a) over Leupp must be reversed. 

rnMCLUSION 

In vi ew of the foregoing remarks, applicant submits that the grounds for rejection 
, , ■ «i 4 6 7 9 and 13-16 of the above-identified patent application are improper 
of ci ai ms 1-4, 6 7, 9, 13 Examiner's rejection of these cla.ms. 

Applicant respectfully requests that the Board reverse 



Respectfully submitted, 



KermCTh^Nlgon^ 
Steven Weinberg, Reg. No. 25,27b 
Attorneys for Applicant 
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